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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 4 recites the 
broad recitation "the optical data signals are Gb/s signals" and the claim also recites "10 
Gbs/s or 40 Gbs/s signals" which is the narrower statement of the range/limitation. 

3. Regarding claim 4, the phrase "in particular" renders the claim indefinite because 
it is unclear whether the limitation(s) following the phrase are part of the claimed 
invention. 
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Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 8 is rejected under 35 U.S.C. 101 because the claim is directed toward 
non-statutory subject matter. 

(1) Applicant cannot claim computer software. The examiner suggests applicant 
claims "a computer-readable medium encoded with computer program". 

(2) A computer program is merely a set of instructions capable of being executed 
by a computer, which permits the computer program's functionality to be realized, 
therefore a computer program itself is not capable of generating a clock signal out of an 
electrical data signal. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1, 3, 4, 5, 7, 8 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Uchiyama et al. (20020027692). 

(1) With respect to claims 1 and 8: 
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Uchiyama et al. teach a receiver device for optical data signals (100 in figure 5), 
in particular optical data signals in the Gb/s range (page 4, paragraph 0056, 100Gb/s), 
comprising an opto-electrical conversion unit (31 in figure 5), a frequency multiplicator 
unit for frequency-multiplying the converted electrical data signal (32 in figure 5), and a 
clock recovery unit (51, 52, and 12 in figure 5), 

wherein the frequency multiplicator unit performs a frequency multiplication by a 
factor of n, with n being a natural number larger than 2 (page 4, paragraph 0055, 
"h>1"). 

(2) with respect to claim 3: 

Uchiyama et al. teach a receiver device wherein n=4 (h>1, page 4, paragraph 

0055) . 

(3) With respect to claim 4: 

Uchiyama et al. teach a receiver device, wherein the optical data signals are 
Gb/s signals, in particular 10 Gb/s signals or 40 Gb/s signals (page 3, paragraph 

0056) . 

(4) With respect to claim 5: 

Uchiyama et al. teach the receiver device, wherein the clock recovery unit 
comprises a phase locked loop circuit (page 4, paragraph 0053). 

(5) With respect to claim 7: 

Uchiyama et al. teach a data transmission system comprising an optical 
transmission link, in particular an optical fiber system (10 in figure 5), wherein the 
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optical transmission link has a significant dispersion (dispersion occurs inherently in 
optical fiber system), and a receiver device (100 in figure 5). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uchiyama 
et al. (20020027692) in view of Govind P. Agrawal, Fiber-Optic Communication 
Systems, second ed., Wiley, NY 1997, pp. 159-160. (Cited in the IDS, and Hereinafter 
referred to as "Agrawal") 

(1) With respect to claim 2: 

Uchiyama et al. teach all of the subject matter as described above except for the 
receiver device comprises a frequency filter for the spectral power of the electrical data 
signal, wherein the frequency filter transmits around B/n, wherein B is the bit rate of the 
electrical data signal. 

However, Agrawal teaches a frequency filter for the spectral power of the 
electrical data signal, wherein the frequency filter transmits around B/2, wherein B is the 
bit rate of the electrical data signal (page 159, section 4.3.3). 
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It is well known in the art that after O/E conversion, the received signal includes 
some spectral components are sometimes degraded at around half the bit rate or 
higher. Therefore it would have been obvious to one of ordinary skill in the art at the 
time of the invention to use the filter taught by Agrawal in the receiver taught by 
Uchiyama et al. in order to remove the lack of spectral components occurring at 
frequency higher than those around half the bit rate. 

9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Uchiyama 
et al. (20020027692) in view of Hendrickson (20020110215). 

Uchiyama et al. teach all of the subject matter as described above except for the 
receiver wherein the clock recovery unit comprises a filter clock recovery circuit. 

However, Hendrickson teaches the receiver wherein the clock recovery unit 
comprises a filter clock recovery circuit (see figure 4, page 3, paragraph 0040). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to use a filter clock recovery unit taught by Hendrickson in the receiver 
taught by Uchiyama et al. because it allows for easier sampling of the data signal (page 
3, paragraph 0040). 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Guerssy Azemar whose telephone number is (571) 270- 
1076. The examiner can normally be reached on Mon-Fri (every other Fridays off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kenneth Vanderpuye can be reached on (571) 272-3078. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Guerssy Azemar 
01/19/2007 




